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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 10-4-04 
has been entered. 

Response to Amendment 

Applicant amendment of 10-4-04 amended claims 1, 11 and 14 as well as 
traversed rejections of Claims 1-17. 

Currently, claims 1- 17 are pending. 

Claim Rejections - 35 USC § 103 

The following is a (quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 5, 9, 11, 12, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Treyz (US 6,587,835 B1) in view of Bouve (US 6,415,291 B2). 



Application/Control Number: 09/855,827 
Art Unit: 3625 



Page 3 



Regarding Claim 1 and related claims 1 1 and 14 (currently amended), Treyz teaches a 
method and system of optimizing a shopping list process, comprising steps of: 
obtaining a shopping list comprising a plurality of items (see at least Abstract and 
Figures 24 and 32); 

obtaining one or more factors, which a user wishes to use in optimizing a shopping path 
for the items on the shopping list (see at least Abstract and Figures 41 and 47). 

Although Treyz in the same area of online shopping does discloses providing a 
shopping list item by location and a marked path (Figure 42), the reference does not 
specifically disclose and teach a method for programmatically determining a plurality of 
merchants and locations thereof where the items may be purchased; and 
programmatically computing the shopping path such that the user. can use the shopping 
path to travel among the locations of at least two selected ones of the merchants, 
wherein the selected merchants are selected according to the one or more obtained 
factors. 

On the other hand, Bouve teaches a method for programmatically determining a 
plurality of merchants and locations thereof where the items may be purchased (see at 
least Abstract, Col 2, lines 5-27 and Figure 2). Please note in Figure 2 that more than 
one computer products store is graphically displayed as result of the system computing 
via a program a plurality of merchant locations for computer products. 
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and programmatically computing the shopping path such that the user can use the 
shopping path to travel among the locations of at least two selected ones of the 
merchants, wherein the merchants are selected according to the one or more obtained 
factors (see at least Abstract, Col 5, lines 5 - 19 and Figure 2). Please note that Figure 
2, the method programmatically computes an exact "path" for the individual to follow 
such that the user can use the shopping path to travel among the locations of computer 
products store to the next computer products store in a specific area. The "path" for the 
shopper is clearly noted by the streets to follow and it is an exact map of that specific 
area, which one would follow, in order to traverse from one computer products store to 
the next. Moreover and as noted above, Treyz discloses a "shopping path to travel". 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have provided the method and system of Treyz with the method and system of Bouve 
to have enabled optimizing a shopping list process, comprising steps of: 
obtaining a shopping list comprising a plurality of items; obtaining one or more factors 
which a user wishes to use in optimizing a shopping path for the items on the shopping 
list; programmatically determining a plurality of merchants and locations thereof where 
the items may be purchased; and programmatically computing the shopping path such 
that the user can use the shopping path to travel among the locations of at least two 
selected ones of the merchants, wherein the merchants are selected according to the 
one or more obtained factors - in order to ease the shoppers burden both from 
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remembering the list as well as having to figure out a route to these merchants, which is 
usually less than optimum. Treyz discloses a method and system of optimizing a 
shopping list process, comprising steps of: obtaining a shopping list comprising a 
plurality of items; obtaining one or more factors which a user wishes to use in optimizing 
a shopping path for the items on the shopping list (see at least Abstract and Figures 41 , 
42 and 47). Bouve discloses a method and system method for programmatically 
determining a plurality of merchants and locations thereof where the items may be 
purchased; and programmatically computing the shopping path such that the user can 
use the shopping path to travel among the locations of at least two selected ones of the 
merchants, wherein the merchants are selected according to the one or more obtained 
factors (Abstract, Col 2, lines 5-27 and Figure 2). Thereby, one of ordinary skill in the 
art would have been motivated to extend the method and system of Treyz with a 
method and system for programmatically determining a plurality of merchants and 
locations thereof where the items may be purchased; and programmatically computing 
the shopping path such that the user can use the shopping path to travel among the 
locations of at least two selected ones of the merchants, wherein the merchants are 
selected according to the one or more obtained factors. As a result and with these 
capabilities, the shopper's satisfaction will be greatly increased, which increase the 
probability that they will return to use the service again for other shopping trips as well 
as recommend the service to others. 
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Regarding claim 3 (original), Treyz teaches a method, wherein one of the obtained 
factors is to optimize a purchase cost for the items on the shopping list (Figure 28) 

Regarding claim 4 (original), the recitation that "wherein one of the obtained factors is to 
optimize a number of merchants on the shopping path", such recitation(s) is given little 
patentable weight because it imparts no structural or functional specificity which serves 
to patentably distinguish the instant invention from the other "optimization" already 
disclosed by Treyz. Moreover, optimization techniques of various functions to provide 
specific results are old and well known before the time of the applicant's invention and 
known to one of ordinary skill in the art (see US 6,41 1 ,922 B1 ). Therefore, it would have 
been obvious to incorporate optimization techniques into the method and system of 
Treyz to include purchase cost and number of merchants on the shopping path in order 
to ease the list making and resultant mental stress for the customer in remembering 
everything. In this manner, the customer satisfaction will be increased and thereby 
increasing the probability that the customer will continue to use the offered service 
capability. 

Regarding claim 5 and related claims 12 and 15 (previously presented), Treyz teaches 
a method, further comprising steps of traveling to each successive merchant on the 
computed shopping path, purchasing zero or more items from the shopping list at each 
merchant; and programmatically remembering which items have been purchased 
(Abstract and Figure 1 1 ). 
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Regarding claim 9 (previously presented), Treyz teaches a method, wherein the 
programmatically determining step further comprises the step of contacting the 
merchants are in a dynamic and automated manner to determine availability of the 
items on the shopping list (Abstract, Col 1 , lines 41 - 46 and Figure 1 ). 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Treyz and Bouve as applied to claim 1 above, and further in view 
of Singh (US 2002/0091758 A1). 

The combination of Treyz and Bouve disclose and teach substantially the applicant's 
invention. 

While the combination of Treyz and Bouve discloses a path and the number of blocks to 
the next computer products store, the combination of references does not specifically 
disclose and teach wherein one of the obtained factors is to optimize a physical length 
for the shopping path for traveling among the selected merchants 

On the other hand and regarding claim 2 (previously presented), Singh teaches a 
method, wherein one of the obtained factors is to optimize a physical length for the 
shopping path for traveling among the selected merchants (see at least Page 7, Para 
0119). Please note that Singh does not disclose merchants. However, Singh does 
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disclose computing the shortest distance between two points. In this regard, it would 
have been obvious to one of ordinary skill in the art to have extended the method of 
Singh with a method wherein one of the obtained factors is to optimize a physical length 
for the shopping path for traveling among the selected merchants. In this manner, the 
user will be confident of the method is optimizing/computing the shortest route between 
merchants stores. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have provided the combination of Treyz and Bouve with the method of Singh to have 
enabled a method wherein one of the obtained factors is to optimize a physical length 
for the shopping path for traveling among the selected merchants. The combination of 
Treyz and Bouve disclose a method and system for optimizing a shopping list process, 
comprising steps of: obtaining a shopping list comprising a plurality of items; obtaining 
one or more factors which a user wishes to use in optimizing a shopping path for the 
items on the shopping list; programmatically determining a plurality of merchants and 
locations thereof where the items may be purchased; and programmatically computing 
the shopping path such that the user can use the shopping path to travel among the 
locations of at least two selected ones of the merchants, wherein the merchants are 
selected according to the one or more obtained factors. Singh discloses a method, 
wherein one of the obtained factors is to optimize a physical length for the shopping 
path for traveling among the selected merchants (Page 7, Para 0119). Therefore, one of 
ordinary skill in the art would have been motivated to extend the combination of Treyz 
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and Bouve with a method wherein one of the obtained factors is to optimize a physical 
length for the shopping path for traveling among the selected merchants. 

Claims 6-7, 10, 13, 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Treyz and Bouve as applied to claims 1,11 
and 14 above, and further in view of Ogasawara (US 6,386,450 B1). 

The combination of Treyz and Bouve substantially discloses and teaches the applicant's 
invention. 

However, the combination does not specifically disclose and teach a method which 
includes a shopping path begins from an identified starting location and terminates at an 
identified ending location, which may be identical to the starting location as well as 
dynamically contacting merchants to determine availability of the items on the list; and 
comprising the step of computing a summary after visiting the selected merchants, 
wherein the summary comprises information pertaining to one or more of which 
merchants were visited; the remembered items which were purchased; a cost of the 
remembered items which were purchased; a count of merchants visited; a cost savings 
of the remembered items which were purchased. 

Regarding claim 6 and related claims 13 and 16 (previously presented), Ogasawara 
teaches a method, further comprising steps of programmatically creating a revised 
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shopping list which excludes the programmatically remembered items; and determining 
whether items expected at a particular one of the merchants were available for 
purchase, and if not, programmatically recomputing the shopping path after adding the 
items which were unavailable to the revised shopping list (Col 2, lines 61 - 67 and 
Figures 4, 5A and B and 6 - 9). Please note that Ogasawara does not refer specifically 
to merchants, rather to a merchant and defining an optimum shopping path for the 
shopper in the merchant's store. In this regard, it would have been obvious to add the 
capability to expand the geographical area as with Bouve and Treyz to include other 
merchants. In this manner, the customer would be pleased and use the service 
capability in addition to include these other merchants. In this manner, the customer will 
likely recommend the service to others. 

Regarding claim 7 (original), Ogasawara teaches a method, wherein the shopping path 
begins from an identified starting location and terminates at an identified ending 
location, which may be identical to the starting location (Col 3, lines 57 - 60 and Figures 
8-9). 

Regarding claim 10 (currently amended), Ogasawara teaches a method, further 
comprising the step of programmatically computing a summary after traveling to the 
selected merchants, wherein the summary comprises information pertaining to one or 
more of which merchants were traveled to; the remembered items which were 
purchased; a cost of the remembered items which were purchased; a count of 
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merchants traveled to; a cost savings of the remembered items which were purchased 
(Col 1, lines, 40 -41, Col 16, lines 20 -22 and Figures 4 and 5A). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have provided the combination of Treyz and Bouve with the method and system of 
Ogasawara to have enabled, wherein one of the obtained factors is to optimize a path 
length for the shopping path, purchase cost, and cost of items as a shopping list which 
excludes items; and includes a shopping path begins from an identified starting location 
and terminates at an identified ending location, which may be identical to the starting 
location as well as dynamically contacting merchants to determine availability of the 
items on the list; and comprising the step of computing a summary after visiting the 
selected merchants, wherein the summary comprises information pertaining to one or 
more of which merchants were visited; the remembered items which were purchased; a 
cost of the remembered items which were purchased; a count of merchants visited; a 
cost savings of the remembered items which were purchased - in order to include the 
capability of remembering as well as updating a shopping list based on results from the 
current trip. The combination of Treyz and Bouve disclose a method and system for 
optimizing a shopping list process, comprising steps of: obtaining a shopping list 
comprising a plurality of items; obtaining one or more factors which a user wishes to use 
in optimizing a shopping path for the items on the shopping list; programmatically 
determining a plurality of merchants and locations thereof where the items may be 
purchased; and programmatically computing the shopping path such that the user can 



Application/Control Number: 09/855,827 Page 12 

Art Unit: 3625 

use the shopping path to travel among the locations of at least two selected ones of the 
merchants, wherein the merchants are selected according to the one or more obtained 
factors. Ogasawara disclose a method and system which includes a shopping path 
begins from an identified starting location and terminates at an identified ending 
location, which may be identical to the starting location as well as dynamically 
contacting merchants to determine availability of the items on the list; and comprising 
the step of computing a summary after visiting the selected merchants, wherein the 
summary comprises information pertaining to one or more of which merchants were 
visited; the remembered items which were purchased; a cost of the remembered items 
which were purchased; a count of merchants visited; a cost savings of the remembered 
items which were purchased (Abstract, Col 2, lines 61 - 67 and Figures 4, 5A and B 
and 9). Therefore, one of ordinary skill in the art would have been motivated to extend 
the combination of Treyz and Bouve with a method and system which includes a 
shopping path begins from an identified starting location and terminates at an identified 
ending location, which may be identical to the starting location as well as dynamically 
contacting merchants to determine availability of the items on the list; and comprising 
the step of computing a summary after visiting the selected merchants, wherein the 
summary comprises information pertaining to one or more of which merchants were 
visited; the remembered items which were purchased; a cost of the remembered items 
which were purchased; a count of merchants visited; a cost savings of the remembered 
items which were purchased. In that regard, the shopper's burden for remembering 
everything, which will eases their already overburdened minds and thereby increase 



Application/Control Number: 09/855,827 Page 13 

Art Unit: 3625 

their satisfaction. With this increased satisfaction, the probability is increased that their 
loyalty and continued use of this service for future shopping will also be increased. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Treyz and Bouve as applied to claim 1 above, and further in view 
of Jain (US 5,155,679). 

The combination of Treyz and Bouve substantially disclose and teach the applicant's 
invention. 

However, the combination does not specifically disclose and teach a method wherein 
one or more traveling salesman algorithm implementations are used by the 
programmatically computing step. 

On the other hand and regarding claim 8 (currently amended), Jain teaches a method 
wherein one or more traveling salesman algorithm implementations are used by the 
programmatically computing step (Col 16, line 3). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have provided the combination of Treyz and Bouve with the method of Jain to have 
enabled a method wherein one or more traveling salesman algorithm implementations 
are used by the programmatically computing step. The combination of Treyz and Bouve 
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disclose a method and system for optimizing a shopping list process, comprising steps 
of: obtaining a shopping list comprising a plurality of items; obtaining one or more 
factors which a user wishes to use in optimizing a shopping path for the items on the 
shopping list; programmatically determining a plurality of merchants and locations 
thereof where the items may be purchased; and programmatically computing the 
shopping path such that the user can use the shopping path to travel among the 
locations of at least two selected ones of the merchants, wherein the merchants are 
selected according to the one or more obtained factors. Jain discloses a method 
wherein one or more traveling salesman algorithm implementations are used by the 
programmatically computing step (Col 16, line 3). Therefore, one of ordinary skill in the 
art would have been motivated to extend the combination of Treyz and Bouve with a 
method wherein one or more traveling salesman algorithm implementations are used by 
the programmatically computing step. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Treyz and Bouve as applied to claim 1 above, and further in view 
of Obradovic (US 2002/0038307). 

The combination of Treyz and Bouve substantially disclose and teach the applicant's 
invention. 
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However, the combination does not specifically disclose and teach a method wherein 
the nearest neighbor algorithm implementation is used by the programmatically 
computing step. 

On the other and regarding claim 17 (new), Obradovic teaches a method wherein the 
nearest neighbor algorithm implementation is used by the programmatically computing 
step (Page 7, Para 0063). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to have provided the combination of Treyz and Bouve with the method of Obradovic to 
have enabled a method wherein the nearest neighbor algorithm implementation is used 
by the programmatically computing step. The combination of Treyz and Bouve disclose 
a method and system for optimizing a shopping list process, comprising steps of: 
obtaining a shopping list comprising a plurality of items; obtaining one or more factors 
which a user wishes to use in optimizing a shopping path for the items on the shopping 
list; programmatically determining a plurality of merchants and locations thereof where 
the items may be purchased; and programmatically computing the shopping path such 
that the user can use the shopping path to travel among the locations of at least two 
selected ones of the merchants, wherein the merchants are selected according to the 
one or more obtained factors. The combination of Treyz and Bouve disclose a method 
and system for optimizing a shopping list process, comprising steps of: obtaining a 
shopping list comprising a plurality of items; obtaining one or more factors which a user 
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wishes to use in optimizing a shopping path for the items on the shopping list; 
programmatically determining a plurality of merchants and locations thereof where the 
items may be purchased; and programmatically computing the shopping path such that 
the user can use the shopping path to travel among the locations of at least two 
selected ones of the merchants, wherein the merchants are selected according to the 
one or more obtained factors. Obradovic discloses a method wherein the nearest 
neighbor algorithm implementation is used by the programmatically computing step 
(Page 7, Para 0063). Thereby, one of ordinary skill in the art at the time of the invention 
would have been motivated to extend the combination of Treyzand Bouve with a 
method wherein the nearest neighbor algorithm implementation is used by the 
programmatically computing step. 

Response to Arguments 

Applicant's arguments filed 10-4-2004 have been fully considered but they are 
not persuasive. 

The applicant's argues that Bouve does not programmatically compute a path. 

First, the applicant is requiring that limitations from the specification be read into 
the claims. Limitations appearing in the specification but not recited in the claim are not 
read into the claim. > E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364, 1369, 67 
USPQ2d 1947, 1950 (Fed. Cir. 2003) (claims must be interpreted "in view of the 
specification" without importing limitations from the specification into the claims 
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unnecessarily) < In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-551 (CCPA 
1969). 

Second and per a reasonable broad interpretation of the claims - since there 
was not a specific definition of "programmatically computing" or of "path", the "path" has 
been calculated programmatically by the method of Bouve in order to provide a detailed 
path from the second computer store to the first computer store, which enable a user to 
follow a specific "path" to traverse from one store to another. For example, the user 
would traverse the "path" programmatically computed by the method from computer 
store #2 to computer store #1 by proceeding on Federal Street to a right turn onto Milk 
Street to a left turn onto Congress Street (Figure 12). Thereby, the "path" is 
programmatically computed for the user such that the user can use the shopping path to 
travel among the locations of at least two selected computer stores. 

Applicant argues that there was not a primia facia case for combining Treyz and 
Bouve. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case and as noted 
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above in the rejection, the references address all claim limitations as well as each 
disclose a capability to programmatically compute a path for a user. In that regard, 
Treyz discloses a method and system of optimizing a shopping list process, comprising 
steps of: obtaining a shopping list comprising a plurality of items; obtaining one or more 
factors which a user wishes to use in optimizing a shopping path for the items on the 
shopping list (see at least Abstract and Figures 41 , 42 and 47). Bouve discloses a 
method and system method for programmatically determining a plurality of merchants 
and locations thereof where the items may be purchased; and programmatically 
computing the shopping path such that the user can use the shopping path to travel 
among the locations of at least two selected ones of the merchants, wherein the 
merchants are selected according to the one or more obtained factors (Abstract, Col 2, 
lines 5-27 and Figure 2). Thereby, one of ordinary skill in the art would have been 
motivated to extend the method and system of Treyz with a method and system for 
programmatically determining a plurality of merchants and locations thereof where the 
items may be purchased; and programmatically computing the shopping path such that 
the user can use the shopping path to travel among the locations of at least two 
selected ones of the merchants, wherein the merchants are selected according to the 
one or more obtained factors. As a result and with these capabilities, the shopper's 
satisfaction will be greatly increased, which increase the probability that they will return 
to use the service again for other shopping trips as well as recommend the service to 
others. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rob Rhode whose telephone number is (703) 305- 
8230. The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (703) 308-1344. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
308-1113. 

Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

(703) 872-9306 [Official communications; including 
After Final communications labeled 
"Box AF"] 

(703) 746-7418 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7 th floor receptionist. / 



